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Applicant's Response filed February 23, 2009 is acknowledged. Claims 1-3, 5, 7 
and 8 remain under consideration. 

An amendment to the title of the invention is noted. However, there is a spelling 
error. The compound "imidazo pyradine" should be - imidazopyridine -. A suggested 
title is - Imidazopyridine Compounds, Processes for Their Preparation and Therapeutic 
Uses thereof -. 

A new Abstract is noted. However, the abstract of the disclosure remains 
objected to because there are no methods of prevention. Correction is required. See 
MPEP§ 608.01(b). 

A Terminal Disclaimer filed February 23, 2009 is acknowledged and accepted. 

A complete listing of co-pending and related applications of the instant inventor 
Peter Norberg is requested when Applicant responds to this Office Action. 

On page 7 of the Reply filed February 23, 2009, reference is made to "the 
comparative data set forth in the Declaration submitted herewith." No such declaration 
is noted. 

Those objections and rejections set forth in the last Office Action that are not 

herein reiterated are withdrawn. The objections and rejections set forth herein 

constitute the only objections and rejections presently applied to the instant claims. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
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F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-3, 5, 7 and 8 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1 -1 3 and 1 5-22 of copending 
Application No. 6,313,137. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the same compounds of instant Formulas I 
and III are encompassed, for example, in claim 1 in column 33, and claim 22, column 
42, respectively, when the groups R 1 , R 2 , R 3 and R 4 are, or may be, methyl, R 5 and R 7 
are hydrogen, R 6 may be hydroxylated Ci-C 6 alkyl and X may be nitrogen. The required 
mesylate salt of instant claim 2 is recited in claim 5, column 34. Methods of preparation 
of the compound of instant Formula I are described in reference claim 10, columns 38- 
39, wherein a compound of reference Formula XVII (R 10 is an alkyl group) is treated 
with an acid or base under standard conditions to produce a compound of instant 
Formula III. A compound of instant Formula III is reacted with a compound of reference 
Formula III, wherein R 6 is hydroxylated CrC 6 alkyl and R 7 is hydrogen, in the presence 
of a coupling agent. See claims 12 and 13, column 39, wherein methods of inhibiting 
gastric acid secretion are further disclosed. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 8 is rejected under 35 U.S.C. 102(b) as being anticipated by Amin et al., 
U.S. Patent 6,313,137. 

The compound of instant claim 8 is disclosed in claim 22, column 42, when the 
groups R 1 , R 2 , R 3 and R 4 are, or may be, methyl, R 5 is hydrogen and X may be nitrogen. 

Claim 8 is rejected under 35 U.S.C. 102(b) as being anticipated by Amin et al., 
U.S. Patent 6,313,136. 

The compound of instant claim 8 is disclosed in claim 19, column 38, when the 
groups R 1 , R 2 , R 3 and R 4 are, or may be, methyl, R 5 is hydrogen and X may be nitrogen. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 5, 7 and 8 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Amin et al., U.S. Patent 6,313,137. 

Amin teaches the compound of instant formula I in reference claim 1, column 33, 
wherein the groups R 1 , R 2 , R 3 and R 4 are, or may be, methyl, R 5 and R 7 are hydrogen, 
R 6 may be hydroxylated CrC 6 alkyl and X may be nitrogen. Further, a homologue of 
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instant Formula I appears in column 33, lines 57-58, and column 34, lines 36-37, i.e., 
2,3-dimethyl-8-(2,6-dimethylbenzylamino)-N-hydroxyethyl-imidazo[1,2-a]pyridine-6- 
carboxamide. The compound of instant formula I has an isopropyl group in place of the 
recited ethyl group. As required by instant claim 2, a mesylate salt of the compound of 
reference formula I is recited in claim 5, column 34. As required by instant claim 7, see 
claims 12 and 13, column 39, wherein methods of inhibiting gastric acid secretion and 
treating gastrointestinal inflammatory diseases are disclosed. As required by instant 
claim 5, pharmaceutical formulations comprising a compound of reference formula I in 
combination with a pharmaceutically acceptable diluent or carrier are taught in claim 1 1 , 
column 39. 

The compound of instant claim 8 is disclosed in claim 22, column 42, when the 
groups R 1 , R 2 , R 3 and R 4 are, or may be, methyl, R 5 is hydrogen and X may be nitrogen. 

With respect to processes for the preparation of the compound of instant 
Formula I, Amin teaches methods of preparation of said compound of instant Formula I 
in reference claim 10, columns 38-39, wherein a compound of reference Formula XVII 
(R 10 is an alkyl group) is treated with an acid or base under standard conditions to 
produce a compound of instant Formula III. A compound of instant Formula III is 
reacted with a compound of reference Formula III, wherein R 6 may be hydroxylated d- 
C6 alkyl and R 7 may be hydrogen, in the presence of a coupling agent in an inert 
solvent. The specific coupling agent, o-benzotriazol-1-yl-N,N,N',N'-tetramethyluronium 
tetrafluoroborate (TBTU), is disclosed in various synthesis examples, such as Examples 
1 .14-1 .16, inter alia, columns 20-21 . 
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Thus in view of the teachings of Amin, one skilled in the art would have been 
motivated to prepare a homologue of 2,3-dimethyl-8-(2,6-dimethylbenzylamino)-N- 
hydroxyethyl-imidazo[1,2-a]pyridine-6-carboxamide, wherein a three carbon group 
replaces a two carbon group, particularly because the R 6 (or R 7 ) group of formula I is 
taught to include any alkyl group having 1-6 carbon atoms. It would have been 
reasonable to expect such compounds would have been effective in the treatment of 
gastric acid related diseases and gastrointestinal inflammatory diseases due to the very 
close structural similarity of the compound of instant claim 1 and the referenced 
compounds. 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Phyllis G. Spivack whose telephone number is 571-272- 
0585. The Examiner can normally be reached from 10:30 to 7 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Ardin Marschel, can be reached 571-272-0718. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



May 18, 2009 



/Phyllis G. Spivack/ 
Primary Examiner, Art Unit 1614 



